THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT Mai | ed:
OF THE TTAB Oct ober 11, 2002
Paper No. 13
DEB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Anerican Medical and Life Insurance Conpany

Serial No. 75/493, 928

Request For Reconsi deration

Myron Amer of Myron Amer P.C. for American Medical and Life
| nsurance Conpany.

Howar d Smi ga, Trademark Exam ning Attorney, Law O fice 102
(Thomas V. Shaw, Managi ng Attorney).

Bef ore Hohei n, Bucher and Bottorff, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

American Medical and Life Insurance Conpany has
request ed reconsi deration of the Board s Septenber 4, 2002
decision affirmng the Trademark Exam ning Attorney’s

refusal to register the mark SECURI TY DENTAL PLAN on the

Principal Register for “underwiting insurance for pre-paid
dental care.” W affirmed the refusal to register on the
ground that applicant’s mark, when applied to its services,

so resenbl es the mark SECURI TY HEALTH PLAN and desi gn

registered for “underwiting insurance for pre-paid health



Serial No. 75/493, 928

care,” as to be likely to cause confusion, to cause m stake

or to deceive.
Applicant nmaintains that the Board s decision failed
explicitly to consider its argunents directed to the ninth

du Pont factor:

The decision is stated to follow the
gui dance of the du Pont case which, if
rel evant information is of record, sets
forth the bel ow as one factor that should be
considered in determning |ikelihood of
conf usi on:

"(9) The variety of goods on which a
mark is or is not used (house nark,
product [services])."

Thus, in the parenthetical phrase the
separate references to “house” mark and to
“product [service]” mark nakes the
di stinction between the two. If this
distinction is recogni zed and applied, then
the TTAB' s concl usive assertion fails that
“these third-party registrations [nmade of
record by the tradenmark attorney] have
probative value to the extent that they
suggest that the services involved in this
appeal are of a type that may emanate from a
singl e source under the sanme nark
(underlining added) [at decision, page 4 in
lines 11-15] and with this failure, it then
follows that the record | acks “rationa
reasons” to conclude that the word SECURI TY
woul d be nore of a cognitive factor in how
applicant’s mark is perceived than the word
DENTAL.

The three-word marks under consideration
are NOT house marks and the record is
totally devoid of “rational reasons” for
concluding otherwise. |If they were house
mar ks, then the trademark attorney would
have proved what he contends, but this is
not the case. The three-word sequences are
garden variety, non-house service marks, and
a nenber of the public would, as TMEP
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1201.01(1) nmandates and |ikew se does al so
factor [10] of the du Pont case nmandates,

consi der these sequences in their

entireties, and if he/she is concerned with

i nsurance for dental problens would contract

for such focused insurance under the

desi gnati on SECURI TY DENTAL PLAN and not

m st akenly under SECURI TY HEALTH PLAN.
(Applicant’s request for reconsideration, p. 2).

W have considered carefully the points rai sed anew by
applicant. In our earlier opinion, the Board did not
ignore the distinctions applicant’s counsel posed in his
briefs but, rather, properly discounted them w t hout
extensive comment. In any event, as indicated herein, we
are of the view that our initial decision was correct.

According to applicant, we have not correctly anal yzed

the ninth factor of In re E. I. du Pont de Nenmours & Co.,

476 F.2d 1357, 1362, 177 USPQ 563, 567-68 (CCPA 1973):
(9) The variety of goods on which a mark is
or is not used (house nmark, "fam |y" mark,
product mark).
This factor presunes that when the senior user /
regi strant uses its mark on a wi de range of goods or
services, the registration should be given a w der scope of
protection than if used, for exanple, on a single item
Certainly this goes to how well-known a mark may be, how

| arge should be its natural zone of expansion, and how

likely it is that registrant’s consunmers will mstakenly
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assume a comon source when a junior party adopts and uses
the sane or simlar mark on sonewhat rel ated goods or
servi ces.

However, consi stent with counsel’s argunent, applicant
has proceeded to divide each of the use-based, third-party
registrations placed into the record by the Trademark
Exam ning Attorney into the category of a “house mark” or
“product/service mark.” Applicant seens to argue that we
are considering two product/service marks in the instant
case, but that these third-party registrations have
probative value only when we are dealing with a house narKk.

Actual ly, these third-party registrations nerely
corroborate our conclusions that the services herein are
related (du Pont factor 2) and that they often flowin the
same |ikely-to-continue channels of trade (du Pont factor
3) to the sane ordinary clients (du Pont factor 4).

Wt hout any foundation or extrinsic evidence,
appl i cant has sinply concluded that certain service marks
(e.g., those that match a registrant’s trade nane or
consi st of the acronymfor its organization, etc.) are
house marks deserving broad protection across different
l'ines of insurance, while slogans and product/service marks

shoul d be given a narrow scope of protection.
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We note that this ninth du Pont factor does not
usually cone into play in ex parte proceedi ngs because in
nost cases, as here, the file contains no evidence as to
how registrant is actually using its mark (e.g., as a house
mark, a product mark, etc.). That is, no information
relevant to the ninth du Pont factor had been nmade of
record in this case. Hence, in reaching our earlier
determ nation that confusion is likely herein, we deened
this factor to be neutral, favoring neither the position of
applicant nor of the Trademark Exam ning Attorney.

Mor eover, even if one accepts applicant’s approach
(which we do not), the fact remains that the Trademark
Exam ning Attorney introduced for the record a nunber of
third-party registrations involving slogans and product
mar ks havi ng been registered for both dental and nedica
i nsurance. Logically then, these registrations would
support a finding of a likelihood of confusion herein even
absent those regi strations deened by applicant to involve
house mar ks.

In short, applicant seens to have created this entire
argunent out of whole cloth. Applicant cites to no
precedent but nonet hel ess urges us casually to adopt this
sinplistic distinction before deciding that the ninth

du Pont factor alone trunps all other considerations that



Serial No. 75/493, 928

have been made of record during the course of this ex parte
pr oceedi ng.

For the reasons discussed in our decision, as well| as
t hose revi ewed above, we adhere to our finding that
SECURI TY DENTAL PLAN when used with “underwriting
i nsurance for pre-paid dental care,” is likely to cause

confusion with SECURI TY HEALTH PLAN and desi gn registered

for “underwiting insurance for pre-paid health care.”

Deci sion: The request for reconsideration is denied.



